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1 This webinar will feed into sessions at ICANN59
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Next Steps

1 Share additional materials with participants:
1 Transcripts, including translations in the UN languages
I Supplemental materials provided by presenters
I Questions from the webinar that were not answered due to time
constraints, along with responses from presenters

1 Announcedetails about the ICANN59 Sessions, including structure and
anticipated outcomes
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Ground Rules

I Please be mindful of ICANN StandarafsBehavior:
2** +@8890/5%000)$1d$"+)3$5"+d,%1"+d"T J&5*960 6% e F UNF\Ee]

0Q

1 Questionswill only be addressed during the Q & A portiahthe end of
the webinar

1 Participants may ask clarifying questions in two ways:
1 Type the guestion into the chat, starting and ending your guestion
with <QUESTION>
1 Activate your microphone during the Q & A portion of the webinar
and raise your hand in the Adobe Connect room to speak

1 If there is not enough time to address all clarifying questions during the
webinar, any remaining gquestions will be posted with responses from
the presenters on the wiki followinghe webinar
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Use of Geographic Terms at the Top Level

BRG Position The BRG does not support any restrictions to the use of
geographic terms at the top level for applicants that hold
a matching trademark, whereby the use of the TLD Is to
Identify the brand and not to represent the geographic

term, and where there 1s no conflict with national or
International law.

BRG - Geo Terms at Top Level
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Use of Geographic Terms at the Top Level

1. A trademark-branded top level domain (dotBrand)
enables a trusted space, protecting consumers from
many of the problems that exist across open registries.

Rationale

2. Many terms have more than one meaning/use b
context Is key.

3. Some branded terms may also have a geographically-
related context. There Is no justification for a
geographical-related use at the top level taking priority
over a brand-related use.

BRG - Geo Terms at Top Level
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Helping brands create the Internet of tomorrow

Examples

EARTH can be geographic (the third planet from the
sun), generic (soil and dirt) or a trademark (Earth for
amusement park services, US registration 3339608).
These uses all co-exist because they are used In
different ways and have different meanings.

Other trademarks may coincide with geographic terms,
but there Is no relationship between the geographic
term and the origin of the goods. For example
CLEVELAND golf clubs which are made in the US State
of California (by a company started by Roger Cleveland
In 1979) have no relationship to the city of Cleveland In
the US State of Ohio. In fact, the city was founded by
Moses Cleveland, so the geo term Is derived from a
personOsurname.

BRG - Geo Terms at Top Level
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Use of Geographic Terms at the Top Level

4. There Is no evidence to suggest that the use of a
geographic term at the top level by a trademark owner
creates any risk or confusion to users. Indeed, by
creating a trusted Brand TLD space, where registrants
are limited to the brand owner and closely related
parties vetted by the brand owner, the context of the
use makes such confusion extremely unlikely.

Rationale (cont.)

BRG - Geo Terms at Top Level
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Helping brands create the Internet of tomorrow

Use of Geographic Terms at the Top Level

5. There is no sovereign or other ownership right of
governments in country or territory names, including
1SO 3166-1 codes:

Rationale (cont.)

- There is no legal basis for government veto power on allocation of
these codes as gTLDs.

- Restrictions to use geographic terms at the top level should,
therefore, be minimal.

- Restrictions must be clear, with reference to defined lists, providing
predictability.

- Two-character restrictions are already applied at the top level, due to
a longstanding practice, for country codes corresponding to the
1ISO-3166. These are premium online real estate are reserved for or
used by the applicable country/government.

BRG - Geo Terms at Top Level
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Use of Geographic Terms at the Top Level

Rati | ¢ 6. Protective measures still remain - vetting and objection
ationale (cont.) processes through the application process as well as

post-delegation objections. Contractual obligations and
applicable national/international laws also remain in

force.

BRG - Geo Terms at Top Level
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Use of Geographic Terms at the Top Level

BRG Position The BRG does not support any restrictions to the use of
geographic terms at the top level for applicants that hold
a matching trademark, whereby the use of the TLD Is to
Identify the brand and not to represent the geographic

term, and where there 1s no conflict with national or
International law.

Brand Registry Group
Email: info@brandreqistrygroup.org
Website: www.brandregistrygroup.org

BRG - Geo Terms at Top Level
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geollLD.group

Geographic Names

Experience and Proposals



@ Round 1 - geoTLD Experience

¥ DebPnition of a geographic TLD was limiting

Blbcn, eus, frl, gal, ist, irish, ryukyu, ruhr, scot,
Swiss, vegas, zulu "
where all excluded as geographic names

¥ Government Letter of Support

Pidifbcult to obtain but appropriate level”
of geographic credentials



@ Next Round - Proposal 1

geoTLD.groupOs own debnition

¥ Based on a geographic name, identiber or
Indication

¥ Used to indicate or identify as a
geographic, linguistic or cultural origin

¥ Documented government support or "
non-objection



@ Next Round - Proposal 2

Walver on geographic name limitations

¥ Provided an appropriate level of
Government Support any geographic
name should be acceptable



@ Next Round - Proposal 3

Priority to geoTLDs

¥ In case of contention, Geographic TLDs

should have a priority

¥ No Auctions b because Governments are unlikely
to be able to participate

¥ Government Support b as proof of benebt to the
greater good



@ Next Round - Proposal 4

Fair warning

¥ All applicants should acknowledge "
geographic OT&CsO
¥ Applicants must check their applied-for string(s)"
for potential geographic conf3icts

¥ All lists in the Applicant Guidebook apply"
(2.2.1.4 Geographic Names Review)

¥ Best practice suggests prior communication with
relevant authority(ies)
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Do governments have sovereign rights in
geographic names?

ANSWER: NO.

| There is no connection between sovereignty and country (or
other geographic) names.

I International law requires countries to prevent some sovereign
symbols being registered as trademarks; country names are not
included.

| Even if country names were included, this would only prevent
their use as trademarks, and would not stop their use as domain
names or TLD strings.
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The Public Interest and
City-TLDs

By Thomas Lowenhaupt
Connecting.nyc
April 25, 2017
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The Public Interest

Transparency: bringing visibility to the management and operation of the service
Effectiveness and Efficiency: enabling optimal use of resources for the delivery of services
Participation: empowering citizens to legally control the service delivery to their advantage
Equity: providing to citizens the service on an equal basis

Rule of Law: ensuring that the laws and regulations governing the service are applied in an
impartial way

Accountability: creating standards against which the individuals providing the service and the
service delivery can be held accountable

Responsiveness: serving all citizens in a consistent and predictable way

Consensus Orientation: proceeding with the management and operation of the service within
overall principles of consensus decision making among stakeholders, and, in the instance of GC-
TLDs, collaborating with residents, local government, and other organizations.



INTERNATIONAL TRADEMARK ASSOCIATION

Joint Statements of Internet and
Geographic Indications Committees on
Geographic Names in the Domain Name

System (DNS)

ICANN Webinar on Geographic Names
Subsequent Procedures Policy Development Working Group
April 25, 2017



International Trademark Association
Statement on Geographic Names in the Domain Name System

The International Trademark Association (INTA) Is
Increasingly concerned about the development of a
reserved names list and a government objection
mechanism/consent requirement with regard to the use of

geographic names at both the top and second levels of the
Domain Name System (DNS).



International Trademark Association
Statement on Geographic Names in the Domain Name System
(cont.)

Any objection to the use of a geographic term that is determined to be
of either national, cultural, geographic or religious significance to a
particular country or region has no legal basis, whether under agreed
principles of international law or national sovereignty. The express
recognition of private legal ownership rights in trademarks, trade
names and geographical indications by sovereign states and by
International treaties contradicts any governmental claim to exclusive
rights in geographic domain names. No interpretation of the public
Interest as it relates to ICANN policy justifies disregard for the
established international legal framework as it applies to trade marks
and geographical indications of origin. In particular, such an approach
IS Inconsistent with the legal obligations of the 176 member states of
the Paris Convention under Article 6 quinquies and in this regard would
not be upheld by the national courts of those countries.



International Trademark Association
Statement on Geographic Names in the Domain Name System
(cont.)

A thorough analysis of international law and legal principles on
this issue must be undertaken and must be given proper
deference in relation to the proposal from the Governmental
Advisory Committee (GAC) Working Group to Examine the
Protection of Geographic Names in any Future Expansion of
gTLDs for a reserved names list or government objection
mechanism/consent requirement.



Protection of Geo-names under International Law

T Geo-names, names which have some geographical
significance, are not protected or protectable per se under
international law unless they fit into a specific legal
category of protection, e.g., trademark law, geographical
indications (Gls) , etc.

T Despite assertions of various governmental sources, the
PHUH VWDWHPHQW WKDW D WHUP LV 3R
region does not establish legal rights in a geoname.

T Determining whether a geo-name is legally protectable or
not depends, in part, on how the term is used. The same
term can have different functions. A good example is the
term SWISS.



SWISS watches
KHUH 6:,66 LV D *HRJUDSKLFDO
since it indicates origin in Switzerland)




SWISS cheese
(here SWISS is Generic for a type of cheese,
although in some countries it is a Gl)




SWISS airlines
(here SWISS is a Trademark for an airline
company)
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Geonames ¢ * V

TDespite popular belief, geo-names are not Gls. Gls have a very
specific meaning in the WTO TRIPS Agreement, namely:

S*HRJUDSKLFDO LQGLFDWLRQV DUH IRU WKH SXUSF
this Agreement, indications which identify a good as

originating in the territory of a Member, or a region

or locality in that territory, where a given quality,

reputation or other characteristic of the good is
essentially attributable WR LWV JHRJUDSKLFDO RULJLQ °
TRIPS 22 (emphasis added)

1Gls are a very small subset of all geo-names.



How does this relate to domain names?

TIn order for a geo-name or even a Gl to be included in the
TMCH, it must be protected under the legal framework of
trademark law (as a certification mark or a collective mark)
and registered as such.

TIn order to object to a proposed geo-name gTLD, therefore,
recognizable, verifiable, legal rights should be submitted,
as in done with trademarks, such objection not being
based on an open ended list of every term which may have
a geographical significance with no possibility to verify or
challenge such claims. To give geo-names which are not
legally protected such rights would create uncertainty and
confusion in the domain name space.
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GAC Durban Communique (July 2013)
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Working Group Objectives

(from the WG’'s Draft Terms of Reference)

D The objective of the GAC Working Group to Examine the Protection of Geographic
Names in any Future Expansion of gTLDs is to review and consider any necessary
improvements to the existing protections by:

E Developing practical options that are aimed at improving protection of geographic
names during any future expansion of gTLDs.

E Developing practical suggestions and rules to lower uncertainties both for the
governments, communities and also for the applicants, once using a geographic or
community name.

E Developing best practice rules to avoid misuse of geographic and community
names as new gTLDs and at the same time lowering uncertainties for the
applicants, trademarks and the business involved.

E To ensure the involvement of local community, Government and other relevant
stakeholders in the initial stage to avoid future risks and delays for such new gTLDs
applications.



“Proposal under discussion on a future agreed

framework for terms with geographic
significance”

The GAC Working Group is discussing a draft proposal to create a future agreed framework
for terms with geographic significance. At ICANN58 in Copenhagen, the Working Group
decided that the proposal could not be the basis of Working Group consensus, but
governments would seek to potentially revise the proposal to achieve consensus. The
proposal, as initially circulated, included the following elements:
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Divergent Views on the Draft Proposal

AGAINST

D Any given string may have multiple legitimate uses and meanings, including
without geographic significance

D Ex-post solutions are always preferential

D Suggests that there is a de facto legal right to certain terms
D Harm to legitimate commerce

D Impractical and overly burdensome to applicants

D Unclear legal status of such repository

IN FAVOR

D Important to avoid future complexities and litigation

D Repository based on the existing reliable resources and gradually be further
filled-in on concrete standardized parameters so that it may be considered as
one of most authentic and useful resources, including UN / WIPO Sources.

D Work based on the experience of the past and trying to limit the damages.
D Repository is good, as long as it promotes an inclusive participation.

D The repository provides the applicant with a “bona fide” protection and
sufficient guarantee to proceed
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D Participate in the WG and GAC plenary sessions in ICANN
meetings (they are open!)

D Review all the documents produced by members of the WG on
the GAC website:

E GAC WG Draft ToR (https://gacweb.icann.org/pages/viewpage.action?pageld=43713215)
D About Public Interest (https://go00o.gl/EXh9Qx)

D Protection of GEO names background document (it was open to public comments)

D

D Public Comment Summary (https://gacweb.icann.org/display/gacweb/Summary+of+community+input)
Presentations

Do not see them on the ICANN Website? Send an email to:

gacsec@gac.icann.org
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Proposal: Public Interest Commitment against the
Confusing Use of Geographic Protected Terms

(GeoPIC)

Applicable Terms:
| "#$%& (($)*'+$,&-.&/,./0'(1)*&'#2&-,00)-.0)'$&-,034&(0.-,*-,2&
5#2,0&#"-).#'$&%,/)4$'-).#&B,./0'(1)*&90.-,*- 2&:,034;<=&

Purpose:
1 .&'220,44&-1,&/.>,0#3 #-'$&* #* 0#&-1'-&'#&'(($),2 2@.0&
4-0)#&'-&-1,&-.(&%$,>,$&A1)*1&)4&)2,#-)*'$&-.&'&8,./0'(1)*&
90.-,*-,2&:,03&3)/1-&+,&54,2&8)#&'&3'##,0 B
| -1-8&@'$4,$%8&45//,4-4&-.&-1,&(5+3)*&-1'-&'&* ##,*-) #&,C)4-4&+,-A, #&-1.
:DE&.0&)-4&"(,0'-.0&'#2&-1,&8,./0'(1)*&90.-,*-,2&:;,03F&'#2G. 0&
| -1'-8&)4&.-1,0A)4,& @& '&#'-50,&'4&-.83)4%$,2&-1,&(5+$)*&'4&-.8-1,&

C)4- #* & @&'&* ##*-) #&+,-A, #8&-1,& DE&.0&)-4&"(,0-.08&'#28&-1,&
8,./0'(1)*&90.- *- 28,03 =




Proposed Procedure:

H= I(($)*#-& '(($),4&@.0&'&: DE&* #-"#)#/&'&8,./0'(1)*&90.-,*-,2& :,03
HH= :)3,$%&+J,*-).#&.&1,& DE&I(($)*-).#&)4&0,*))>,2&+%&HKILL&@0.383 K&
M.ON)#/&(-) #4& @.0&AL'-&* #4-)-5- AGRK "+J*-).# B
I 8IK K.#4,#4548&12>)*,
I "+J,*-).#&@0.38ive .08.0,& 8IK  3,3+,04
I "+],*-).#&@0.3&hree .0&3.0,&81K&3,3+,04
HHH=-1,& DE&(($)*'#-&0,4& -.&&95+$)*&H#-,0,4-&K.33)-3,#-&69HK<&-1'-&0,05)0,4B

-1'-&-1,& DE&I(($)*'#-&#.-854,& DE&)#&' &3 ##,0&-1'-&@'$4,$%&45//,4-4&-.&-1,&(5+$)*&-1'-&'&
* %) #8&,C)4-48+ -A, #&-1,8:DE&.08&)-4&"(,0'-. 0&'#2&-1,&8,./10'(1)*&90.-,*-,2&:,03&
6B,.9HK ;<=

HP= 8,.9HK A)$$&)E$52,28)#8&-1,8:DE&I(($)*#-Q4&R,/)4-0%&1/0,,3#-F&41.5$2845*1&1/0,,3,#-&
+,8,C,*5-, 28+%&HKILL=88:1)4&8, IHK&A1'$S$&+ & #@.0* 2&)#&-1,84'3, &3 ##,0&'#2&(0.*,44&
+500,#-$%&* #-'W#,28)#&-1,&R,/)4-0%8&1/0,,3#-& @.0&.-AHI&4

I 9HKS&'0,&,#@.0*,2&-10.5/1B

| K.3($")#-4&-.&HKILL&K #-0*-5'$&K .3($) #*,&A1)*183'%8&0,45$-&)H&HKILL&K . 3($) #*,&
I%-).#

| T.03'$&IHKERO *.3($)#-4&-.&-1,&9HKERO S-#2)#/8&9'# $&A1)*1&* #&3'N,&'&@.03'$&
05$)#/8. @&*.3($)'#*,&.08H M 3($) #*,&




Benefits:

| 8,#,0'$$%F&2.,4&#.-80,05)0,8$'0/,&'22)-) #'$&,C(,#2)-50,4&.@
1)3,8.083.#,%8@0.3& #%&('0-%8&-.&)3($, 3, #-

| E.,4& #.-80,05)0,8-1,82,>,$.(3,#-&#283"#- #H#*,&. @& '&
0,(.4)-.0%&

| E.,4&#.-&*0,"-, &'#%&#,A&S,/'$&0)/1-4

| "@@,04&4.3,&(0,2)*-'+)$)-%&@.08&:DE&I(($)AH)S,&
0,4(,*-)#I&)#2)>)25'$&/. >, 0#3 #-QA&* #* 04

| H4&* #4)4- #-&A)-183)44) #$,44 :&,>.$5-) #& @&-1,&)#-,0#,-
| K#-)#4&'&@'3)$)'0&@.0%,3,#-& 3,*1'#)43







